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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
through 9. dains 10 through 18 stand withdrawn. As a
consequence of the cancellation of objected to clains 2 and 3,
followi ng the introduction (Paper No. 25) and then w thdrawal

(Paper No. 28) of a new ground of rejection for these clains,

! Recei pt is acknow edged of appellant's "POST HEARI NG
CLARI FI CATI ON' ( Paper No. 37).
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claims 1 and 4 through 9 constitute all of the clains before

us for review.

Appel lant's invention pertains to a print holder. A
basi ¢ understandi ng of the invention can be derived froma
readi ng of exenplary claim11, a copy of which appears in the

APPENDI X to the main brief (Paper No. 24).

As evi dence of obviousness, the exam ner has applied the

docunents |isted bel ow

Lyman 4,271,618 Jun. 9,
1981
Pougher 568, 168 Mar. 21,
1945

(Great Britain)

The following rejection is before us for review.

Clains 1 and 4 through 9 stand rejected under 35 U. S. C

8§ 103 as bei ng unpat entabl e over Pougher in view of Lyman.
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The full text of the examiner's rejection and response to
the argunent presented by appell ant appears in the main and
suppl enental answers (Paper Nos. 25 and 28), while the
conpl ete statenent of appellant's argunent can be found in the
mai n, reply and suppl enental reply briefs (Paper Nos. 24, 27,

and 29).

OPI NI ON

In reaching our conclusion on the obviousness issue
raised in this appeal, this panel of the board has carefully
consi dered appel l ant's specification, draw ngs, and cl ai ns,

the applied teachings,? and the respective vi ewpoi nts of

2 In our evaluation of the applied prior art, we have
consi dered all of the disclosure of each docunent for what it
woul d have fairly taught one of ordinary skill in the art.
See In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA
1966). Additionally, this panel of the board has taken into
account not only the specific teachings, but also the
i nferences which one skilled in the art woul d reasonably have
been expected to draw fromthe disclosure. See In re Preda,
401 F.2d 825, 826,

159 USPQ 342, 344 (CCPA 1968).
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appel | ant and the exam ner. As a consequence of our review,

we nake the determ nati ons which foll ow.

We cannot sustain the rejection of appellant's clains
under 35 U. S.C. 8§ 103 based upon the applied reference

conbi nation. Qur reasoni ng appears bel ow.

Caiml1lis drawn to a print holder conprising, inter
alia, front and rear nol ded transparent plastic pieces, each
pi ece conprising a generally planar upright portion having
si de edges pernmanently united together, a central portion of
at | east one of the pieces having an inwardly recessed portion
defining with the other piece a generally continuous
uni nterrupt ed pocket having an upper opening at an upper end,
and a | ower opening of a length less than the I ength of the
upper openi ng, whereby a sheet nenber can be inserted and
retained in the pocket and may be di sl odged upwardly through
t he upper opening by applying a thin bladed rod through the

| ower openi ng.

We turn now to the evidence of obvi ousness.
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The Pougher reference (Fig. 7) teaches a frane for
phot ogr aphs made fromtransparent plastic material. The frane
provi des a trough for photographs, which photographs are
vi ewabl e though the side walls of the frane. A plain sheet of
material (partition) nmay extend between the photographs (page
3, lines 38 through 40). A person's fingers can engage upper
ends projecting

slightly above the trough for w thdrawal purposes (page 3,
lines 26 through 34).3

The Lyman reference di scloses a frame construction that
i ncludes two identical frame assenblies hinged together, each
nol ded of transparent plastic material (columm 2, lines 11
through 25). Wen two panels 42 of each assenbly (Figs. 2
through 4) are ultrasonically wel ded together, pairs of
paral l el narrow surfaces register with one another, and the
panel s are spaced apart slightly a sufficient distance to

receive a pair of photographs. Interrupted shoul ders 58 al ong

® As indicated in this reference (page 3, lines 26 through
28), a closure for the upper end of the trough nay be omtted.
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bottom edges (not at top edges) prevent pictures introduced at
the top fromfalling out. A slot 70 in the mddle of the
bottom edge enables a thin inplenment to be inserted in the
space between the panels to eject pictures when desired

(colum 3, lines 10 through 29).

From our perspective, the Lyman patent (Figs. 2 through
4) is a highly relevant docunent in revealing the know edge in
the art, at the tinme of appellant's invention, of the known
fabrication practice of formng a picture frane by the
ultrasoni ¢ wel ding together of two identical, nolded
transparent plastic frame nenbers yielding a frane with a sl ot
at its bottomsuch that a thin inplenent inserted therein can
be used to eject pictures through an opening in the top of the
frame. However, when we collectively consider the two
references relied upon by the examner, the difficulty we
readily perceive is that the only apparent notivation to
rework the particul ar one-piece clear synthetic plastic frame
(Fig. 7) disclosed by Pougher (a franme noul ded with a trough
open at the upper end and having an integral base or foot
formng a stand) stens froman inappropriate reliance upon

6
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appel l ant's own teaching and hindsight. It is for this reason

that we cannot sustain the rejection on appeal.

As a show ng of commercial success, appellant has
proffered the declaration of Richard E.E H Kenney (inventor),
executed March 7, 1996, Exhibits 1 through 11, the declaration
of Richard E. H Kenney (inventor), executed July 23, 1997
(Exhibit 12), the declaration of Neal A. Parker, executed
Cctober 7, 1997 (Exhibit 13), and the declaration of Gerald A
Conway executed July 17, 1997 (Exhibit 14). Since we have
determ ned, supra, that the particular rejection on appeal is
not sound, we need not comrent upon the content of appellant's

submni ssi ons.

The deci sion of the examner is reversed.
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REVERSED

| RWN CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge
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DI NESH AGARWAL

LAW COFFI CES OF DI NESH AGARWAL
727 SOUTH 23RD STREET, SU TE 120
ARLI NGTON, VA 22202
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